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UNITED STATES CIRCUIT COURT OF APPEALS 


G. & C. MerRIAM Co. v. SAALFIELD. 
(198 Fed. Rep., 360.) 
Sixth Circuit, July 17, 1912. 


. UNFAIR COMPETITION—DECREE—PARTIES AND PRIVIES. 


One who succeeds to the business of a party defendant in a suit 
for unfair competition, prior to the entry of the decree, succeeds alike 
to the advantages and the disadvantages of that decree, and can not 
be held liable beyond the terms of the decree, for his acts prior to its 
entry, nor compelled to account for the profits of such acts, when the 
decree refused an accounting. 


. UNFAIR COMPETITION—ACCOUNTING. 


An accounting of profits should be ordered in a suit for unfair 
competition, unless it clearly appear that, neither upon the existing 
record nor upon any record that the complainant can make before 
the master, could there be any substantial recovery. 


. UNFAIR COMPETITION—EMBRACES TRADE-MARK INFRINGEMENT. 


The entire substantive law of trade-marks is a branch of the 
broader law of unfair competition. The ultimate offense always is 
that the defendant has passed off his goods as and for those of the 
complainant. 

DEscrIPTIVE TERM—SECONDARY MEANING. 

The so-called secondary meaning that comes by long usage to at- 
tach to a descriptive or geographical term as indicative of the goods 
of a particular origin is, in fact, in that limited field of trade-mark 
use, its primary meaning, while the original sense of the word has 
become secondary. Hence the rule that the later user must, at his 
peril, distinguish his use of the word from that of his predecessor. 
UnrFair CoMPETITION—NAME OF PATENTED OR COPYRIGHTED ARTICLE. 
The rule making the name of a patented article or the title of a 
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copyrighted work public property after the expiration of the statutory 
term of monopoly is an application of the rule regarding descriptive 
terms. That which was an apt term of description during the continu 
ance of the monopoly, necessarily becomes open to the public on its 
expiration. If, however, the name has become indicative to the public 
of the goods of the original user, a subsequent user must so differentiate 
his goods from those of the other as to prevent confusion. 
6. ACCOUNTING—RECOVERY OF PROFITS. 

The controlling question of an accounting is whether a sale was in- 
duced by deception of the purchaser. The sales for the profit of which 
defendant must account are those lost to complainant and which except 
for the defendant’s acts in misleading the purchaser, would have ac- 
crued to the complainant. But profits can not be recovered on sales 
where the purchaser knowingly accepted the defendant’s goods, not as 
those of the complainant, but in place thereof. 

When simulation of complainants’ goods has been established by 
the decree, it will be presumed, in the absence of evidence to the con- 
trary, that any sales thereof were induced by such simulation. 


On re-hearing. For opinion on former hearing, see Re- 
porter, Vol. 2, p. 1, et seq.; 190 Fed. Rep., 927 


WW. B. Hale, for appellant. 
George F. Bean and Lawrence Maxwell, for appellee. 


3efore WARRINGTON, KNAPPEN, and DENISON, Circuit 
Judges. 


Denison, Circuit Judge.—Pursuant to the reservation in 
the opinion filed October 28, 1911, a re-hearing has been had 
upon the sole question whether or not an accounting should be 
ordered. As reasons why this should not be done, defendant 
urges the Massachusetts decree as being an adjudication upon 
this subject, and also urges the decisions and the arguments re- 
cited by Judge Putnam and referred to in our former opinion, 
to the effect that, in a situation like this, an accounting can 
result in nothing but expense and confusion. In favor of an 
accounting, complainant urges: (1) That such is the usual 
and almost invariable practice; (2) that Judge Putnam’s com- 
ments on this branch of the subject were dicta, and that the 
legal rule is not as he thought it should be; (3) that the rule of 
accounting, in a case like this, should be, and is, the same as in 
a trade-mark case. 


In addition to these matters, and in answer to the insistence 
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of defendant’s counsel that defendant has not infringed since 
the Massachusetts decree, complainant’s counsel asserts himself 
to be in possession of proof showing unquestionable violations of 
the rule since that time, and on a considerable scale, and fur- 
ther asserts that, as such an accounting extends up to the date 
of the master’s report, it is not essential that the record, on an 
appeal taken before an accounting is had, should disclose all of 
complainant’s proofs entitling him to an accounting, but that he 
may, under the prevailing practice, withhold such proof until after 
the interlocutory decree, or it may not come into existence until 
after the interlocutory decree. 

We have first to consider the direct effect of the Massa- 
chusetts decree. That decree was entered by the circuit court 
on April 21, 1909, pursuant to the opinion of the court of appeals 
as reported in 170 Fed., 167, 95 C. C. A., 423. The defendant 
in this case, Saalfield, succeeded the defendant in that case, 
Ogilvie, in the business, in December, 1908. That decree speaks 
as of its date, and, in connection with the opinion, it is an adjudi- 
cation that, by reason of complainant’s former misconduct, it was 
not entitled to an accounting against the defendant for anything 
done by the defendant up to that date. We think it is the proper 
conclusion on this record, and we interpret our former opinion 
to be a conclusion, that after December, 1908, Saalfield was in 
substantial effect the defendant in the Massachusetts case, and 
it follows that he may take advantage of that adjudication, just 
as he is bound by it, and that for his alleged misconduct upon this 
subject-matter, committed prior to April 21, 1909, there can be 
now no accounting ordered against him. 


What, then, is the general rule as to an accounting, to be 
applied to defendant's acts after April 21, 1909, and under such 
a situation as that here disclosed? In so far as Judge Putnam's 
discussion is founded upon the rule in patent cases, it finds its 
essential support in Garretson v. Clark, 111 U. S., 121, 4 Sup. 
Ct., 291, 28 L. Ed., 371. This case has often, if not commonly, 
been understood as laying down the rule that, where it is im- 
possible to apportion the infringer’s profits between those re- 
sulting from the patented and nonpatented features of his device, 
it was, therefore, impossible for complainant to sustain the ap- 


446 THE TRADE-MARK REPORTER 


portioning burden placed upon him by the rule, and hence, in 
such cases, that only nominal damages could be recovered. That 
this decision should not be so broadly interpreted is made ap- 
parent by Westinghouse Co. v. Wagner Co., 225 U. S., —, 32 
Sup. Ct., 691, 56 L. Ed., —, announced by the supreme court 
June 7, 1912. The rule is there stated, apparently by way of a 
deliberate and careful effort to clarify some of the existing con- 
fusion on the subject, that complainant satisfies the burden when 
he establishes that the infringer has so conducted the affair as 
to make impossible even an approximate or fairly estimated 
apportionment, and that, in such case, the infringer must ac- 
count for and pay over all the profits earned upon the entire 
structure. If, therefore, the analogy between patent cases and 
cases like the present is as close as Judge Putnam supposed, and 
if, as he feared, the difficulties of apportioning profits or damages 
are here insoluble, the complainant is entitled to recover all the 
profits resulting from those publications by defendant which were 
characterized or materially affected by false indicia of origin. 
The only decision in an unfair competition case which is 
relied upon against the propriety of an accounting in such a sit- 
uation, is Ludington v. Leonard (C. C. A. 2), 127 Fed., 155, 62 
C. C. A., 269. We are satisfied that such case presented a very 
different problem of accounting from that now involved. 
On the other hand, the circuit court of appeals in the 
second circuit has recently ruled that an accounting must be had 
in an unfair competition case, where the difficulty was perhaps 
as great as it may be here (Florence Co. v. Dowd, 189 Fed., 46, 
110 C. C. A., 608) [Reporter, Vol. 1, p. 289]; and applying the 
rule there recognized, it is sufficient for the purposes of the pres- 
ent case to say that the usual practice contemplates an accounting 
and that such practice should be followed and an accounting 
ordered, unless it is made clearly and certainly to appear that 
neither upon the existing record, nor upon any record which 
complainant can make before the master, could there be any 
substantial recovery. If there remains any fair probability that 
the complainant can produce the necessary proof, or that, upon 
final hearing, and as aided by all such proof, the trial court or 
the reviewing court may think that complainant is entitled to a 
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recovery of damages or profits (beyond the amount of any which 
may be tendered, if a tender is made), then the complainant 
should have the opportunity to make and present his case. 

Applying this conclusion to this record, we find that since 
the final Massachusetts decree defendant has continued the pub- 
lication of his books and of his advertisements in a manner which 
he claims fully conforms to the decree, but which complainant 
insists is a continued evasion, and hence violation, of the decree. 
The record does not purport to show defendant’s conduct in this 
respect later than December, 1909; and complainant, if proceed- 
ing in good faith, as we are bound to presume it is proceeding, 
is entitled to show such later or other conduct of defendant as 
may be different from that developed by the record. Upon the 
question whether such new or other forms, differing from those 
shown by the present record (if any there are), are in compli- 
ance with the decree, complainant has a right to be heard. 

We do not doubt that the respective rights of the parties 
are fixed and declared by the Massachusetts decree. This is just 
as much an adjudication that the complainant is not entitled to 
that general character of relief which it sought by its bill and 
failed to obtain by the decree, or to the specific items of relief 
contained in its draft decree proposed and stricken out on settle- 
ment (in so far as such items are not otherwise covered by the 
decree as settled), as it is an adjudication that complainant is 
entitled to the relief granted. 


The questions which will arise on this accounting are inci- 
dental to the application of the decree to situations subsequently 
existing, and such application necessarily calls for interpretation. 
In the decisions upon this case in the first circuit, the opinions 
of the courts only undertook to apply to the facts of the case 
rules and adjudications that were assumed to be familiar. The 
interpretative conflicts which have arisen seem to make it advis- 
able to ascertain, somewhat more completely than those courts 
thought their statement necessary, the principles which underlie 
those decisions. A trade-mark is a trade-mark because it is indica- 
tive of the origin of the goods. The original right to its ex- 
clusive use was not based upon any statute, but upon principles 
of equity; and the right is acquired, not by discovery or inven- 
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tion or registration, but by adoption and use. The entire sub- 
stantive law of trade-marks (excepting statutory provisions and 
construction) is a branch of the broader law of unfair competi- 
tion. The ultimate offense always is that defendant has passed 
off his goods as and for those of the complainant. Capewell Horse 
Nail Co. v. Mooney (C. C. A.), 172 Fed., 826, 97 C. C. A., 248; 
Elgin, etc., Co. v. Illinois Watch Co., 179 U. S., 665, 21 Sup. Ct., 
270, 45 L. Ed., 365. More or less confusion has arisen because 
it happened that the specific offense and the specific rule were 
recognized and a body of law grew up concerning the same be- 
fore the broader and inclusive offense was recognized and de- 
fined; but this does not prevent proper classification after both 
are understood. 


Primarily, it would seem that one might appropriate to him- 
self for his goods any word or phrase that he chose; but this is 
not so, because the broader public right prevails, and one may not 
appropriate to his own exclusive use a word which already be- 
longs to the public and so may be used by any one of the public. 
Hence comes the rule, first formulated in trade-mark cases, that 
there can be no exclusive appropriation of geographical words 
or words of quality. This is because such words, are, or may be, 
aptly descriptive, and one may properly use for his own product 
any descriptive words, because such words are of public or com- 
mon right. It soon developed that this latter rule, literally ap- 
plied in all cases, would encourage commercial fraud, and that 
such universal application could not be tolerated by courts of 
equity; hence came the “secondary meaning” theory.’ There is 
nothing abstruse or complicated about this theory, however diffi- 
cult its application may sometimes be. It contemplates that a 
word or phrase originally, and in that sense primarily, incapable 
of exclusive appropriation with reference to an article on the 
market, because geographically or otherwise descriptive, might 
nevertheless have been used so long and so exclusively by one 
producer with reference to his article that, in that trade and to 
that branch of the purchasing public, the word or phrase had 
come to mean that the article was his product; in other words, 
had come to be, to them, his trade-mark. So it was said that the 
word had come to have a secondary meaning, although this 
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phrase, ‘secondary meaning,” seems not happily chosen, because, 
in the limited field, this new meaning is primary rather than 
secondary; that is to say, it is, in that field, the natural mean- 
ing. Here, then, is presented a conflict of right. The alleged 
trespassing defendant has the right to use the word, because in 
its primary sense or original sense the word is descriptive; but, 
owing to the fact that the word has come to mean, to a part of 
the public, something else, it follows that when the defendant 
approaches that same part of the public with the bare word, and 
with nothing else, applied to his goods, he deceives that part of 
the public, and hence he is required to accompany his use of the 
bare word with sufficient distinguishing marks normally to pre- 
vent the otherwise normally resulting fraud. 

The fact that a defendant is required to take this precaution 
demonstrates that in a very true sense his use of the word has 
become the secondary one; otherwise, he need not carry the 
burden. In this particular field, the word naturally indicates the 
product of the complainant, and hence defendant must do some- 
thing to remove the natural impression. This view may be 
illustrated by reference to the Singer Case. Singer Mfg. Co., v. 
June Mfg. Co., 163 U. S., 169, 16 Sup. Ct., 1002, 41 L. Ed., 118. 
It was established as a fact that to those buying and using sewing 
machines the word “Singer” had come to import that the ma- 
chine on which it was used was made by the Singer Company ; 
in other words, when that part of the public saw a sewing machine 
marked “Singer,” its first and natural thought was that the 
machine was made by the Singer Company. If one who saw a 
sewing machine marked “Singer” would primarily and naturally 
accept the word as referring only to the mechanical construction 
of the machine according to the Singer patents, then the June 
Company committed no fraud by using the word without explana- 
tion, and the burden would have been upon the Singer Company 
further and particularly to identify its goods; but this was not 
the result. The whole burden was put upon the June Company. 

The situation arising under an expired patent or copyright 
can not be differentiated from that arising with reference to any 
other descriptive word. There can be no trade-mark or similar 
exclusive right in what has been, during the life of the patent or 
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copyright, the name of the patented article or copyrighted book, 
not because of any particular rule of trade-mark or patent law, 
but because the word, during the term of the monopoly, has 
come to be a word of apt description. It has come to be the name 
of the thing, and hence any one who later makes the thing may 
call it by its true name. Neither is there anything peculiar in the 
application of the secondary meaning theory to this class of cases. 
It is to be applied just as with reference to any descriptive word, 
and if, after the word comes into existence and becomes free to 
the public as the name of the thing, it is used by one manufacturer 
so long and so exclusively that it comes to be, to that part of the 
public, indicative that it is his product, he is entitled to protection 
for the same reasons, in the same way and to the same extent as 
held with reference to “camel’s hair belting’ (Raddaway v. 
Benham, App. Cas., 1896, p. 199), “Glenfield starch” (Wother- 
spoon v. Currie, L. R. 5 H. L., 508), “Elgin” or “Waltham” 
watches (Elgin Co. v. Illinois Co., supra; Am. Watch Co. v. U.S. 
Watch Co., 173 Mass., 85, 53 N. E., 141, 43 L. R. A. 826, 73 Am. 
St. Rep., 263), or “Hall’s safes” (Herring, etc., Co. v. Hall, etc., 
Co., 208 U. S., 554, 28 Sup. Ct., 350, 52 L. Ed., 616). 

Exactly so, and of necessity, with regard to this copyrighted 
book. During the term of the copyright the proprietor has a 
monopoly of the article—of the book, as well as of the name. 
When the copyright expires, both name and book pass into the 
field of public right. Any future right by the publisher in the 
title, as against the public, must rest upon public acquiescence. 
As to a geographical or commonly descriptive word, this period 
of public acquiescence begins as soon as the proprietor adopt; the 
word for his goods; the word being then free to the public. As 
to a word of which the proprietor has a monopoly by express 
grant, like the name of a copyrighted book, it may well be that 
the necessary public acquiescence can not begin to run until the 
name becomes free to the public; but, however that may be, and 
in either case, when the acquiescence has been continued long 
enough and has been exclusive enough, the word comes to be 
indicative of origin through its thus acquired “secondary mean- 
ing.” Whether it is the name of a formerly (but no longer) 
patented article, or is the title of a book with expired copyright, 
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it has become the maker's or the publisher’s token, and differs 
from a technical common-law trade-mark mainly, if not wholly, 
in the fact that the proprietor’s right is not of absolute, but of 
qualified, exclusion. 


So it is wrong, in such a case, and when this “secondary 
meaning” is once established, to start with the premise that de- 
fendant is entitled to use the word; prima facie, viewed from this 
point, he is not. The right, for the purposes of such a case, is 
primarily vested in the complainant. Defendant may not use the 
word at all, unless he accompanies it with the explanation; he 
must neutralize an otherwise false impression; he must “unmis- 
takably inform” the public that the article is of his production 
(Singer Mfg. Co. v. June Mfg. Co., supra, 163 U. S. 200, 16 
Sup. Ct., 1002, 41 L. Ed., 118); he must so distinguish that “no 
one with the exercise of ordinary care can mistake” (Saxlehner 
v. Eisner & Mendelsohn Co., 179 U.S., 19, 41, 21 Sup Ct., 7, 45 L. 
Ed., 60); he must give “the antidote with the bane” (Herring, 
etc., Co. v. Hall, etc., Co., supra, 208 U. S., 559, 28 Sup Ct., 350, 
52 L. Ed., 616). 

Returning from this discussion of underlying principles, let 
us see how they have been applied and are to be applied in this 
controversy. We think it clear, both from the necessities of the 
situation and from what was said by the courts of the First 
Circuit in their decisions, that their decree was based upon an 
application to these facts of the secondary meaning theory. It 
was found that the term “Webster’s Dictionary” had in the 
minds of the dictionary public the meaning that the book so 
named or marked was the Merriam book; and this finding may 
well rest upon sufficiently exclusive use, with public acquies- 
cence, from 1889, when the copyright expired, till 1904, when 
Ogilvie published: In that same connection, it was found that 
when the copyright expired, in 1889, any one had the right to 
publish a Webster’s Dictionary, and to call it by that name, and, 
as matter of course, that the defendant might justify as licensee 
under this public right. It was also found as a fact that the book 
published by defendant was a book which, under this rule, he was 
entitled to call Webster’s Dictionary; and this finding, like the 
remainder of the decree, must be accepted by both parties. It 
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was also found that he did not have a broad and unqualified right 
to publish his book by this name; but his right in this respect 
was secondary to that of complainant, and that, consequently, 
when he called his book “Webster’s Dictionary,” he, the defend- 
ant, must qualify and distinguish. 

The effect of the decree is not to be confined to the two 
styles, “Universal” and “Imperial,” then published; its general 
terms extend as well to any other forms the defendant may pub- 
lish; and it follows that in this accounting, his books, called 
“TInter-Collegiate,” “Adequate,” and “Sterling,” are subject to 
scrutiny under the same rules as the “Imperial” and “Universal.” 
Nor is it to be overlooked that the decree does not merely pre- 
scribe a notice for the title-pages; it forbids publishing or issuing 
the title-pages and backs “in their present form, or in any other 
form in any way calculated to deceive purchasers” into purchas- 
ing this dictionary in the belief that it is a Merriam Webster's 
Dictionary ; and this prohibition (except so far as it may be inter- 
preted and applied by the other parts of the decree) must be inter- 
preted in the present accounting with reference to defendant’s 
books. Again, the provision that the notice shall be “plainly 
printed” is not necessarily satisfied merely because the prescribed 
words are printed in legible type; it is not “plainly printed” if 
the page in its entirety indicates an intention to conceal the 
notice rather than to make it plain. 

Further than this we can not go at this time in construing the 
decree. We must reserve, for decision after proofs and argu- 
ments, the specific questions indicated with more or less distinct- 
ness by the present record, among which are: Whether the ex- 
terior of the book, in its use of the title or in other inscription, 
or in decoration or ornament, was “calculated to deceive;” 
whether the notice properly printed on the title-page would cure 
any misleading otherwise naturally caused by the exterior (if 
any would be so caused); whether the notice was “plainly 
printed”’ by defendant in the instances where it was used by him; 
whether the title qualification is required in connection with each 
use of the title, and in what juxtaposition; and whether “Inter- 
Collegiate” is of itself a violation of complainant’s rights. The 
question to what extent, if at all, defendant’s good or bad faith 
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in what he has done in purported observance of the decree will 
affect the ultimate equitable liability for profits, must also be 
reserved. 

Upon the subject of profits: We think the controlling ques- 
tion must be whether a sale was the result of the misleading. In 
a patent case, and in determining the patentee’s right to the in- 
fringer’s profits, the loss of the sale by the complainant patentee 
is not vital. He may recover profits, even if he had not been 
manufacturing and would have been then unable to make the sale; 
and this is because he had a monopoly in the article itself. Not 
so, regarding a trade-mark and the right to protection against 
unfair competition ; these rights are only incidental to an existing 
business; they can not be independently injured or suffer dam- 
ages ; they do not create any monopoly in the article itself; there 
can be no damage in connection with violation of these rights, ex- 
cept as there is injury to the business and good will; and this 
damage can be only through loss of sales which otherwise would 
have accrued to the injured business (or, indeed, damage to the 
reputation of the goods—another subject). It follows, as applied 
to these books, that if the purchaser, immediate and ultimate, 
knew that he was not buying the Merriam book, but something 
different from, and claimed to be better than, the Merriam book, 
and thus deliberately made his choice, there is no room for any 
inference that complainant lost a sale as the result of defendant’s 
misleading, and so no room for the inference that~it lost any 
profits or that defendant received any profits as trustee for com- 
plainant. 





Where the title was not qualified as the law and the decree 
required (if such cases appear), and it further appears, by direct 
proofs or by necessary inference, that it is impossible to determine 
whether this unlawful title use was the inducing cause of the sale 
—in other words, when it appears that such title was one of the 
causes, and it is impossible to apportion between that and other 
causes, the credit for the sale—then (and if we are to adopt the 
analogy of the patent cases) there must be a presumption that 
the sale results from the unlawful use of the name. The defend- 
ant has confused the marking and dress, which he had a right to 
use, with those which, as against complainant, he had no right to 
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use. The latter part is a material, if not the major, part of the 
whole. If the history of the sale can not be more definitely as- 
certained and followed, and so it is impossible to say which part 
of the dress exercised the predominant influence, then under the 
principle of Westinghouse Co. v. Wagner Co., the defendant 
must respond. 

The correlative is equally true. If books which offend only 
by bearing the title bear also the required qualification, there 
could, from their dress alone, be no inference that their sale was 
the result of unfair competition. Nevertheless, if it could be 
shown that such a book was in some other effective manner 
represented to be complainant’s book, and was bought by reason 
of such misleading, such sale would be equally an invasion of 
complainant’s rights. 

Not only does this result follow from adopting the analogy 
of the patent law, but we take this to be the rule also of the trade- 
mark cases; and when some of them declare that the defendant 
must respond for his profits on every article which bore the trade- 
mark stamp upon it, they intend to go no further than to say that 
such marking raises a presumption that the sale thereof was 
effectuated by this false marking or unfair competition. They 
are not inconsistent with the disputable character of this pre- 
sumption. In many cases, probably in the typical case, it would 
be practically impossible to dispute the presumption, because, 
even if it appeared that the first purchaser, like the wholesaler 
or dealer, knew what he was buying, this would not, of itself, 
affect the presumption of a fraud upon the ultimate consumer or 
user; but, even in the case of a technical trade-mark, if every 
purchaser, immediate and ultimate, knew that he was getting the 
counterfeit, and not the genuine, and bought it because he pre- 
ferred the counterfeit to the genuine, there would be no liability 
for profits. We find nothing; inconsistent with this limitation in 
the reported trade-mark cases. 

It follows that, except for the question of ultimate liability 
above reserved, the complainant will be entitled to defendant’s 
profits upon sales of books which did not substantially comply 
with the decree, if it is made to appear, and in the instances where 
it is made to appear, that it is impossible to apportion the credit 
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for the sales, as well as in those instances where it does suffi- 
ciently appear that the sale was due to such noncompliance. In 
this connection it is apparent that defendant will not be liable, 
even where the books did not comply with the decree, in so far 
as he may show that the final purchasers intelligently and know- 
ingly intended to buy defendant’s book and not the plaintiff’s. 

Complainant will also (with the same exception above re- 
served) be entitled to recover defendant’s profits upon sales, if 
any there be, of books which did not violate the decree directions, 
but which sales were the result of a belief that the books were 
the Merriam publication, actively induced by defendant through 
some misleading means beyond the mere use of the name. Upon 
this subject, the burden must be on complainant to establish such 
misleading and the reasonable probability that the sale resulted 
therefrom. 

Complainant may show upon the accounting, if it can, that 
excepting for the misleading, it would have made specific sales 
which defendant did make, and show its damages by way of loss 
of profits. If such cases are established, the question of the 
proper disposition of defendant’s profits and complainant’s lost 
profits on the same sales can be disposed of in regular course. 

The present record sufficiently indicates that there is no 
computable basis, if there is in fact any basis, for damages to the 
reputation of complainant’s books by reason of defendant’s pub- 
lications, and the accounting should not attempt to cover that 
subject. 


With the views which we have expressed concerning the book 
itself and the theory of recovering profits in such cases, we do 
not now see that the general advertising, if tested by the rules 
adopted, and if found unfair, can constitute any independent basis 
of recovery; but it may serve as evidence tending to show, gen- 
erally or in specific instances, whether purchasers were misled 
by defendant, or whether they were fairly informed as to the 
identity of the book. Whether it may prove a sufficient basis for 
any conclusion on this subject can not now be determined. 

In the former opinion, the injunction was directed to be in 
the same form as that finally entered in Massachusetts. It was, 
of course, intended that such modifications should be made as 
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to fit the form to this case. So modified, it will read as follows: 


“That a perpetual injunction issue in this suit restraining defendant, 
Arthur J. Saalfield, his agents, attorneys, servants, employees, and all per- 
sons claiming or holding through or under him, from using as the name 
or title of his said dictionaries described in the bill herein, to which this 
litigation relates, the words ‘Webster’s Dictionary,’ or ‘Webster’s Imperial 
Dictionary,’ or ‘Webster’s Universal Dictionary,’ or ‘Webster’s Inter- 
Collegiate Dictionary,’ or ‘Webster’s Adequate Dictionary,’ or ‘Webster’s 
Sterling Dictionary,’ or any equivalent thereto upon the title-page or upon 
the back or cover of said dictionaries, or in any advertisement, circular, 
notice, or announcement referring to said dictionaries, unless accompanied 
by the following statement plainly printed upon the title-page and in each 
said advertisement, circular, notice, or announcement, viz.: “This dic- 
tionary is not published by the original publishers of Webster’s Dictionary 
or by their a yen especially from publishing or issuing in the 
form used by George W. Ogilvie with reference to certain of said dic- 
tionaries the title-pages and backs of said dictionaries and the circulars 
and advertisements adjudged misleading or deceptive by the United States 
Circuit Court for the District of Massachusetts, in the suit wherein the 
complainant herein and George W. Ogilvie were parties, or any other 
form of title-page, back, circular, or advertisement that is in any way 
calculated to deceive purchasers into purchasing defendant’s dictionary 
under the belief that it is a Webster’s Dictionary published by the com- 
plainant.” 


NATIONAL WASHBOARD Co. v. GOLDSTEIN 
(198 Fed. Rep., 68.) 
Second Circuit, July 17, 1912. 


UNFAIR COMPETITION— PRELIMINARY INJUNCTION—MARKS OF SIZE. 

A preliminary injunction will not be granted to restrain the use 
of numerals to indicate size, style and shape of the articles to which 
they are applied where the articles are so marked as to be easily dis- 
tinguishable one from the other. 

Appeal from an order of the district court for the eastern 
district of New York, denying a motion for a preliminary in- 
junction. 


For opinion below, see Reporter, Vol. 2, p. 352 


Appeal from an order refusing to grant a preliminary in- 
junction restraining the defendant from using certain arbitrary 
numbers in connection with the sale of washboards. This motion 
was made on the 23d of February, 1912, and was decided March 
15, 1912, the court filing the following memorandum: “In view 
of the conflicting statements concerning the significance and use 





ean ern a tl i RA 





NATIONAL WASHBOARD CO. V. GOLDSTEIN 457 


of arbitrary numbers on washboards I am not disposed to grant 
at this time and upon affidavits a further injunction based upon 
the use of numbers alone”’ 

Prior to this and on November 11, 1911, the court had 
granted a preliminary injunction restraining the defendant from 
marking the washboards sold by him in imitation of the com- 
plainant’s washboards and from simulating any of the complain- 
ant’s trade brands or markings in connection with the sale of 
washboards. This order has been complied with so far as brands, 
names and markings are concerned. The present motion is de- 
signed to extend the injunction so as to prohibit the use of cer- 
tain “identifying figures or numbers used by complainant” in the 
manufacture and sale of washboards. 

The bill contains the following allegation: “That the wash- 
boards so manufactured and sold by your orator as aforesaid are 
of various styles, and that for the purposes of identifying said 
styles, and distinguishing them from each other your orator 
adopted and applied to said washboards of its manufacture cer- 
tain arbitrarily selected numbers. That among the numbers so 
arbitrarily selected by your orator and applied to the washboards 
of its manufacture for said purpose were the numbers 500, 501, 
604, 609, 808, 809, 831, 840, 841, 850 and 851.” It is the use of 
these numbers for identifying the styles of washboards that the 
complainant seeks to enjoin. 


Drury W. Cooper and Edward Rector for appellant. 
O. Ellery Edwards, Jr., and Benedict S. Wise, for appellee. 


Before LAcomsBeE, Coxe, and Warp, Circnit Judges. 


Coxe, Circuit Judge (after stating the facts as above).— 
There is no question that before the injunction of November 11, 
IQII, was issued, the defendant had so dressed his goods in imita- 
tion of the complainant’s trade-names and brands that the public 
might be deceived into taking his washboards for those of the 
complainant. All of these questions have, however, been elimi- 
nated by the changes made pursuant to the directions of the 
order. 
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We understood the complainant to concede at the argument 
that practically the only question now presented for consideration 
relates to the use of the arbitrarily selected numbers; but whether 
conceded or not this, in our judgment, is the only question to 
be considered. We are, therefore, confronted with the single 
proposition—should the court enjoin the use by the defendant 
of numbers designed to show the style of his washboards and to 
distinguish them one from the other, because the complainant 
had previously adopted similar numbers to serve a similar pur- 
pose and, perhaps, to indicate origin? 

We do not deem it necessary to answer this question defi- 
nitely at this time. It is sufficient to say that we think it too 
doubtful to be answered affirmatively upon a motion for a pre- 
liminary injunction. It is undoubtedly true, where a manu- 
facturer has selected an arbitrary combination of figures or let- 
ters to designate his goods, which combination in the minds of 
the purchasing public has become a substitute for the name of 
the manufacturer as indicating origin, that the courts have, in 
several instances, enjoined the use of such a combination by a rival 
manufacturer. But in many of these cases the figures were part 
of a general scheme of dressing up the goods for the market and 
were considered in connection with and as parts of other marks, 
brands and insignia. Here we are considering the numbers alone 
on goods, which in other respects, are now clearly distinguishable 
from the complainant’s goods. In the cases referred to the 
courts have been convinced that the numbers or letters were 
designed to indicate origin. 

In the case at bar this is seriously disputed and it is vigor- 
ously contended that the defendant adopted the numbers simply 
and solely to indicate the size, shape and style of the respective 
boards, so that, in ordering the purchaser can readily indicate the 
boards he desires, in the same manner as a pair of shoes, a hat 
or a collar is ordered by number. Again, we are unable to find 
any proof that purchasers have actually been deceived since the 
injunction of November 11th, by the use of the numbers. Indeed 
it seems quite improbable that, in existing conditions, a pur- 
chaser having the ordinary mental equipment, can be so deceived. 
The complainant’s boards are now plainly marked in red ink 
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“National,” the defendant’s boards are plainly marked in black 
ink “Manhattan.” If a purchaser has examined into the respec- 
tive merits of the two boards and actually desires a National, it 
is impossible to believe that he can be induced to take a Man- 
hattan because the same number appears on both. If he has no 
choice between them, it is manifest that he can not be defrauded. 
There is no substantive proof of fraud, or deception, or even of 
confusion, which can be attributed to the numbers alone. It is, 
of course, convenient to have the same number indicate the size 
and quality of the boards, no matter who may be the maker, and 
the proof should be clear that it was adopted with intent to injure 
and defraud the manufacturer first using it. 

The questions in controversy are questions of fact; they have 
not been clearly established in favor of the complainant and 
should not be decided upon affidavits, but should await the final 
hearing after the witnesses have been tested by cross-examina- 
tion. 

The order is affirmed with costs. 

Lacombe, Circuit Judge (dissenting).—I am unable to con- 
cur with my associates and think this an especially vicious case of 
unfair competition. Defendant for several years subsequent to 
1907 marked his washboards with various combinations of words, 
containing his business name and address and some arbitrary 
word, “Diamond,” “Globe,” or what not, indicating the size and 
style of washboard. During the same period complainant manu- 
factured and marketed washboards, marking them with a com- 
bination in black of its own name, its business address, the word 
“National” in a contrasting color (red), and certain arbitrary 
numbers designating size and style of washboard. In 1911 de- 
fendant, in place of the mark it had theretofore used on one side 
of its washboards, substituted a Chinese copy of complainant’s 
mark, with the exception that the word in red was “Manhattan,” 
instead of “National.” No amount of testimony (and there was 
such testimony) by defendant, or his sons, all interested parties, 
could convince me that he did not intend by the substitution to 
mark his washboards in such a way that persons might mistake 
them for complainant’s, and did not expect that thereby the sale 
of his own goods might be increased. 
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It must be assumed that the defendant equally with the pur- 
chasing consumer has “the ordinary mental equipment.” If so, 
it follows that he changed from the old to the new’ style of 
marking his goods, not fortuitously, but with an intelligent pur- 
pose. That purpose is manifest. This was unfair trading, and in 
a former suit the court so held and ordered defendant to put a 
stop to it. 

Defendant then modified his mark. The details need not be 
discussed, since the new mark seems to be sufficiently differentiated 
from complainant’s, except only as to certain numbers, to re- 
strain the use of which this suit is brought. These numbers, as 
has been said, were placed by complainant on its different sizes 
and styles of washboards, so that each size and style was marked 
with its assigned number. The numbers, in connection with the 
other indicia, are used by complainant to identify its product. 
These numbers are wholly arbitrary—such as 501, 608, 841, etc. 
They are not descriptive, as are the numbers stamped on collars, 
15, 1514, 16, etc., to indicate the length of the article from button- 
hole to buttonhole in inches; nor are they, like the numbers or the 
letters marked on shoes, 4, 414, 5, a, b, c, etc., which indicate size; 
all the trade having for generations used “5a’’ to indicate a shoe 
of a certain length and width. Although arbitrary and originating 
with the plaintiff, they might, with its acquiescence, have been 
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appropriated by the trade and generally used to designate 
of sizes and styles like those of complainant. But the testimony 
shows that nothing of this sort has occurred. Very many wash- 
boards are marked and sold with these numbers, the meaning of 
which the public is becoming accustomed to; but that is because 
complainant’s business is a large one and it sells many goods. The 
significant fact is that complainant, and complainant only, since 
their adoption in 1907, has used these particular figures in con- 
nection with washboards, until defendant undertook to appropriate 
them in 1911, whereupon suit was promptly brought. 

The combination of units, which may be used by any one 
who wishes through their use to identify some particular size 
or style of his goods, is practically unlimited. It was perfectly 
easy for defendant to select for his own use numbers which 
were not already associated in the mind of the public with com- 



































MCGRAW TIRE & RUBBER CO. V. GRIFFITH, ET AL, 461 


plainant’s. That he appropriated these numbers of the complain- 
ant with the expectation that their use might induce some persons 
to suppose that they were the same goods as those of the com- 
plainant, and that in that way the sale of his own goods might be 
increased, seems to me manifest, and no amount of testimony by 
interested parties to the contrary is at all persuasive. 

It seems to be a clear case of unfair trading, and I therefore 
dissent. 


UNITED STATES CIRCUIT COURT 


McGraw Tire & RusBsBeEr Co. v. GRIFFITH, et al. 


(198 Fed. Rep., 566.) 
Southern District of New York, July 21, 1911. 


1. TRADE-MARK—Priority OF Use. 
The trade-mark “Imperial” for automobile tires held upon the 
evidence, to be the property of the complainant, by virtue of prior use. 
. UNFAIR CoMPETITION—TRADE-N AME. 
The use of the corporate name “Imperial Tire Co.” in the sale of 
automobile tires is unfair competition against the complainant, the 
owner of the mark “Imperial” for the same goods. 


In Equity. On motion for a preliminary injunction. 


Kenyon & Kenyon, for complainant. 
Graham & L’ Amoreaux, for defendant. 


Warp, Circuit Judge—The complainant, a corporation and 
citizen of the state of Pennsylvania, filed its bill against the de- 
fendants, citizens of the state of New York, for infringement of 
its common-law trade-mark in the use of the word “Imperial” 
in connection with automobile tires and for unfair competition. 
The motion is for a preliminary injunction. 

The use which the defendant Griffith or the Automobile Tire 
Company made of the word “Imperial” in the summer and fall 
of 1908 was insignificant, with no effect whatever upon the market, 
and in my opinion entirely insufficient to establish a common-law 
trade-mark. It was the complainant which made the word 
known and gave it value in connection with the large and in- 
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creasing manufacture of unguaranteed tires, which it began in 
the fall of 1909. The words, “Imperial,” “Made by the McGraw 
Tire & Rubber Company,” and “E. Palestine, O.,” were moulded 
upon them. 

If Griffith or the Automobile Tire Company could be sup- 
posed to have any prior rights in the word “Imperial” in this con- 
nection, I think they abandoned it by the contract of May 3, 1910, 
under which they agreed to buy 7,500 unguaranteed tires from 
the complainant prior to November 1, 1910. These were to be 
of the Clincher and Dunlop types; the former the complainant 
might manufacture for anyone at the same rates, but the latter 
only for the Automobile Tire Company. Down to November Ist 
it bought these tires to the cost of $90,751.92, 5,200 of them being 
Clinchers. All of these were marked as above stated. No claim 
whatever was made of a prior right in the word “Imperial” 
except in connection with the suggestion of May 24, 1910, that 
the complainant should either sell all its tires to the Automobile 
Company or else have tires manufactured for it branded with 
another name than Imperial, which was never followed up. 

January 5, 1911, the defendant Griffith organized the “Im- 
perial Tire Company” under the law of the state of New York. 
It had a capital of $5,000~ and the incorporators were the de- 
fendant Griffith, his wife; and a gentleman from the office of his 
lawyers. 

In April, 1911, the complainant heard that the defendants 
were selling tires made for them by others moulded with the 
words, “Imperial,” “Made by Griffiths Tire & Rubber Company,” 
or, “Made by the Imperial Tire Company,” in obvious similarity 
to the complainant’s moulding. April 4, 1911, it notified the de- 
fendants Griffith and the Automobile Tire Company that this was 
an infringement of its right, to which they replied April 5th, 
claiming a prior right to the use of the word “Imperial” and for 
the first time saying that they would insist upon it. 

I feel quite clear that the defendants are infringing the com- 
plainant’s trade-mark and are also guilty of unfair competition 
in organizing a corporation under the name “Imperial” Tire 
Company and advertising and selling tires as made by it or for it. 
The motion for a preliminary injunction is granted. 
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UNITED STATES DISTRICT COURT 


De Nopini v. SCANDA. 
(198 Fed. Rep., 341.) 
Western District of Pennsylvania, July 6, IgI2. 
1. TRADE-MARK—REGISTRATION BY ALIEN. 

A coparnership, all the members of which were citizens and resi- 
dents of Italy, having established a cigar factory in the United States, 
and registered a trade-mark for the products of that factory, are held 
not to be entitled to the protection of a court of equity against infringe- 
ment of their trade-mark or unfair competition by similation of their 
label by a citizen of the United States, because, the manufacturer of 
tobacco being a government monopoly in Italy, the complainants could 
not secure a valid registration of their trade-mark in that country, nor 
does it afford reciprocal privileges to an American citizen. The regis- 
tration is invalid. 

J NFRINGEMENT—DEceEpTive LABELS. 

A label printed almost entirely in Italy, designating the cigars to 
which it is applied as Italian cigars, and failing to show with any clear 
ness where the cigars are made, is calculated to deceive the purchasers 
into the belief that the cigars were made in Italy and is not therefore 
entitled to protection in a. court of equity. 

. TrapdE-MARK—ForEIGN FLac. 

A label containing the representation of two Italian flags is not 
properly the subject of registration as a trade-mark in the United 
States. 

In Equity. On final hearing. 


Stonecipher & Ralston, for plaintiff. 
A. H. Wanner, for defendant. 


Orr, District Judge—This matter comes before the court 
for final hearing. The bill is filed by Prospero De Nobili, for 
himself and about 40 others, who are not named, who are en- 
gaged as partners under the name and style of Prospero De Nobili 
& Co. in the manufacture of cigars and tobacco, to restrain the 
defendant, Joseph S. Scanda, who is also engaged in the manu- 
facture of cigars, using a trade-mark, labels, packages, and boxes 
like those of the plaintiffs. The evidence discloses the following 
facts: 


The plaintiff and his associates are all residents of Italy and 
citizens of that foreign country. Near the close of 1906, or early 
in 1907, they began the manufacture of cigars at Long Island 
City in the state of New York. They adopted a trade-mark and 
duly registered the same in the United States Patent Office on 
January 18, 1907. That trade-mark consists of a circle having 
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inclosed therein the initials of the firm and having upon its outer 
circumference, immediately above the initials, the Roman symbol 
of the wolf suckling Romulus and Remus. The said trade-mark 
appears upon the plaintiff's label, which label is intended to be 
applied so that the trade-mark will appear at the end of the 
plaintiff’s box of cigars. The defendant uses upon his label a 
design different from the trade-mark of the plaintiff in some 
respects. Instead of a circle, the defendant uses a diamond-shaped 
parallelogram, within which are the defendant’s initials and upon 
which is the Roman symbol of the wolf and children. These 
devices are by no means the important features of the labels used 
by the parties. 

The distinction pointed out in these designs is, however, one 
of the most noticeable differences between the labels of the plain- 
tiff and that of the defendant. The label adopted by the plaintiff 
is straw-colored, upon which appear designs and printing in the 
making of which five or more different colors are used. To one 
not accustomed to careful discrimination, the label of the defend- 
ant would be mistaken for that of the plaintiff. A mistake might 
be made in the purchase of the defendant’s cigars for those of 
the plaintiff, not only from the similarity of the labels, but from 
the marked similarity of the boxes upon which the labels are 
respectively placed, and also from the fact that the cigars inside 
of the boxes are packed in the same way. 

From all the evidence the conclusion must be found that the 
defendant, who had been in the business of manufacturing cigars 
for a number of years, first used the label now placed by him upon 
his cigars after the plaintiff had begun to place his cigars upon 
the market. The defendant is not sufficiently clear in his testi- 
mony as to the time of the adoption of the designs, labels, and 
boxes used by him to even raise a doubt in the mind of the court 
that he has sought by unfair means to avail himself of the grow- 
ing demand for the plaintiff’s cigars by simulation intended to lead 
consumers to the belief that his cigars were the same as the plain- 
tiff’s. If there were nothing else in the case, the plaintiff would 
be entitled to a decree and an injunction as prayed for. 


It appears, however, that while the plaintiff is claiming that 
the defendant is deceiving the public, he himself may not be 
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wholly free from a similar charge. That portion of plaintiff’s 
label which is placed upon the top of the boxes containing cigars, 
so far as it appears without a most careful examination, is all in 
Italian. The only portion which does not appear to be in Italian 
is upon one of two signs on the red building inclosed within an 
ellipse. On that sign appears: 


Prospero De Nobili & Co., Italian Cigar Manufacturers. 
Upon the other sign upon said building appears: 


Prospero De Nobili & Co., Manifattura di Sigari Italiana, 


Above the ellipse appears: 


100 
Prospero De Nobili & Co., Manifattura di Sigari & Tabacco. 
And below the ellipse: 


Pierce Ave. and Hamilton St., L. I C. 
Sigari a foggia Napoletani. 
Cento. 
There is another label in litigation in this case like the one 
just above described, differing, however, from that one in that 
the word “Toscani” appears on it in place of “Napoletani.” The 
Toscani and Napoletani are names given to certain shapes of 
cigars, and the labels are used with respect to the different shapes 

as the case may be. 

At the time these labels were first used by the plaintiff there 
appeared upon the building an American flag, and as well, also, 
on either side of the American flag, an Italian flag. But for some 
years past the American flag has been blotted out, so that there 
appears to be a flag of deep blue or black only. The Italian flags 
still remain. There is nothing upon the upper part of the label, 
or the side of the label, or on the box, to indicate the place of 
manufacture of the cigars. On the upper part of the box there 
is, of course, the factory notice required by the act of Congress, 
upon which appears the statement that the cigars are from factory 
No. 409, First district, New York. It is true the words “Pierce 
Ave., and Hamilton St., L. I. C.,” when explained by the testi- 
mony, are the English names of streets in America, with an ab- 
breviation of the city in which the streets are located. But an 
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ordinary consumer of a cheap cigar, such as are sold by both 
parties to this suit, would not have anything to show that the 
cigars were not made in Italy, unless he turned the box upside 
down. The cigars sell at retail at two cents apiece, and therefore 
would be consumed by a man of limited means and intelligence. 
The plaintiff explains that his use of the term “Italian Cigars” 
is not intended to convey the impression that the cigars are made 
in Italy, or that they are made of Italian tobacco. The tobacco, 
according to the evidence, is grown in Kentucky. The cigars, 
he says, are made according to the Italian process. One of the 
witnesses states that they used the name “Italian Cigars” to dis- 
tinguish their cigars from Havana cigars and American cigars. 
It appears, also, that the government of Italy has an exclusive 
monopoly of tobacco and the tobacco industry in Italy and that 
there is some tobacco raised in Italy. Plaintiff does not disclose 
what the Italian process is in detail, but asserts that he is manu- 
facturing his cigars according to the process used by the Italian 
government. He is doing in this country, therefore, what Amer- 
ican citizens can not do in Italy. 

Plaintiff insists that none of his consumers can be misled by 
his label, because his cigars are intended for the Italians living in 
this country, are consumed in this country by Italians alone, and 
that all Italians know that Kentucky tobacco is used by the 
Italian government in the manufacture of cigars, and that there 
are no cigars exported from Italy to this country. I am satisfied 
that the plaintiff should not be permitted to maintain this action. 
We have the fact hereinabove mentioned as to the citizenship 
and residence of the plaintiff and his associates. While residents 
of Italy, where they can not carry on the business they are now 
engaged in, they establish a factory in this country to cater to a 
particular class of people, and mark their wares in such a way 
as to deceive purchasers, who may or may not be of the class 
intended by them as the consumers of their product. 

In 1881 Congress passed an act (Act March 3, 1881, c. 138, 
21 Stat., 502 to authorize the registration of trade-marks and to 
protect the same, which extended only to owners of trade-marks 
who were domiciled in the United States, “or located in any 
foreign country which by treaty, convention or law affords simi- 
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lar privileges to the citizens of the United States.” On June 1, 
1882, the trade-mark declaration with Italy was signed, wherein 
it was recited that the contracting parties, “wishing to provide 
for the reciprocal protection of the marks for manufacture and 
trade, have agreed as follows: The citizens of each of the high 
contracting parties shall enjoy in the dominions and possessions 
of the other the same rights as belong to native citizens, or as are 
now granted or may hereafter be granted to the subjects or 
citizens of the most favored nation in everything relating to 
property in trade-marks and trade-labels.” Act Feb. 20, 1905, 
c. 592, 33 Stat. at Large, 774 (U.S. Comp. St. Supp. 1gI1, 
p. 1459), authorizing the registration of trade-marks, contains 
provisions similar to those found in the act of 1881, supra. 
This is observed in Section one of said act. In Section four, 
which relates to the rights of foreign registrants, there is pro- 
vision for the’ registration of trade-marks in this country by 
persons who have previously “filed in any foreign country, which 
by treaty, convention or law affords similar privileges to citizens 
of the United States.” Indeed, in all the acts of Congress on the 
subject since the act of 1881, it seems that residents of foreign 
countries should have the right of protection for their trade- 
marks in the United States only where citizens of the United 
States could have protection for their trade-marks in the countries 
in which they were respectively citizens and residents. 

In view, therefore, of the evidence in this case and of the 
legislation upon the subject, there seems to be no equity on the 
part of the plaintiff and his associates, citizens and residents as 
they are of Italy, to cause this court to restrain the defendant, 
who is a citizen of the United States, from the use of plaintiff’s 
trade-mark. Nor does the lack of equity relate to the trade-mark 
alone, but also to the label upon which it is used, for the rights 
of a manufacturer to the enjoyment of both are the same. The 
definitions of a trade-mark are collected in Section 2 of Hopkins 
on Trade-Marks, note 3. The author of that work, however, 
has taken the several decisions and therefrom gives the following 
definition : 


“A trade-mark is a distinctive name, word, mark, emblem. design, 
symbol or device used in lawful commerce to indicate or authenticate the 
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source from which has come, or through which has passed, the chattel 
upon or to which it is applied or fixed.” 

A label is usually much broader in its information’ than a 
mere trade-mark; but a label, to be the subject of litigation in a 
case of unfair competition or trade must “indicate or authenticate 
the source from which has come, or through which has passed, 
the chattel upon or to which it is applied or fixed.” 

There is another phase of this question, arising from the use 
of the flags upon the red building contained within the oval upon 
the label. The act of February 20, 1905, authorizing the registra- 
tion of trade-marks, in Section 5, provides: 


“That no mark by which the goods of the owner of the mark may 
be distinguished from other goods of the same class shall be refused 
registration as a trade-mark * * * unless such mark * * * (b) 
consists of or comprises the flag or coat of arms or other insignia of the 
United States, or any simulation thereof, or of any state or municipality, 
or of any foreign nation,” with other provisions not necessary to be con- 
sidered. 

That provision appears again in the act of 1907 (34 Stat. at 
Large, 1251), and is the law today, as it was before the trade- 
mark and label of the plaintiff was devised and used. 

It has been seen that there were originally on the plaintiff’s 
label a flag of the United States and two flags of Italy, or simula- 
tions thereof, on either side, and that since the obliteration of the 
flags of the United States, as above stated, there still remain the 
two flags of Italy. It is true, they are small as compared with 
the other features of the label; but it can not be said that the label 
does not comprise those Italian flags. Lexicographers state that 
the word “comprise” means “embrace” or “include.” Under the 
law, therefore, the design of the label could not be registered as a 
trade-mark, because it comprises a flag of a foreign nation. If it 
could not be registered as a trade-mark for that reason, we see no 
reason why it should be protected as a label. The policy of the 
law, as indicated by the statutes above mentioned, recognizes the 
impropriety of using the flags of nations upon advertising matter, 
and the court is of the opinion that the policy of the law ought to 
be considered in this case as having more or less weight against 
any equity in favor of the plaintiff which may exist by reason of 
other considerations. Again, a wholly foreign label upon goods 
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manufactured in America from American natural products ought 
not to be encouraged in this country. It is true the plaintiff says 
that his goods are intended for the Italians in this country, and 
that the consumers will not be deceived; but a manufacturer of 
American goods is not entitled to protection in a court of equity 
for a label which would deceive any portion of the population of 
the United States. This is not a country made up of Italians 
and of people from other nations, but is composed of American 
people using the English language. To encourage home manu- 
facturers for the people of one alone of the nationalities repre- 
sented in the United States should not be required of a court of 
equity. Nothing should be encouraged which tends to foster 
divers national distinctions among those intending to become a 
part of the whole body of the people. 

The conclusion, therefore, is that in spite of the unfair 
competition on the part of the defendant in the similarity of the 
trade-marks, labels, and packages, the plaintiff, for the reasons 


stated, has no standing in this court for the relief demanded. The 
bill must be dismissed at his costs. 


[The opinion of the court with respect to the validity of the com- 
plainant’s registration, based upon the provisions of the Trade-mark Law, 
and the Trade-mark Declaration with Italy, overlooks the amendment to 
the Trade-mark Law, approved May 4, 1906, and which became effective 
July 1, of the same year. This provides that any owner of a trade-mark 
who has a manufacturing establishment within the territory of the United 
States shall be accorded, so far as concerns registration and protection 
of trade-marks, used upon the products of such establishment, the same 
rights and privileges that are accorded to owners of trade-marks domi- 
ciled within the territory of the United States The mark in question 
having been registered subsequent to the date when this act became 
effective, the decision of the court, in so far as it depends upon that 
point, is plainly erroneous. | 


Dietscu, et al. v. LOONEN. 
(198 Fed. Rep., 410.) 
Southern District of New York, Aug. 1, 1912. 
TRADE- MARK—PRIORITY OF USE. 
Upon the evidence, the defendant’s priority over the complainant 
in the use of the name “Marguerite” as a trade-mark for tooth-brushes 
held to be established 


In Equity. On final hearing. 
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Joseph L. Levy, for complainants. 
William L. Marshall, for defendant. 


Piatt, District Judge-—The matters at issue upon the bill 
and answer were heard by me last April, when oral arguments 
were made by both counsel. There was much trouble about the 
record, and printed briefs were not at hand. I listened to the 
arguments with patience, and, after fixing a date for the sending 
of briefs and a revised record, came back to my own jurisdiction. 
Delay after delay has occurred, with my acquiescence, in carrying 
out the order made by me at the hearing. Now, it being an abso- 
lute necessity that I should take a rest, which ought to have been 
begun some time ago,.I have obtained the briefs, records, and 
exhibits and am in a position to treat the litigants fairly. 


This action was begun in July, 1907. Immediately there- 
after a motion was made by complainants for an injunction pen- 
dente lite. This was heard by Judge Hough, who appears to have 
acted very kindly in the matter of granting of time for the pres- 
entation of affidavits, and had, as the record before me shows, 
pretty thorough information as to the facts upon which the com- 
plainants’ claim of title rests. His reason for going into the mat- 
ter so fully was that the fact that complainants owned a registered 
trade-mark put the burden upon the defendant to establish its 
contentions. He was satisfied that the burden was sustained, and 
that, on the testimony before him, the complainants could not 
carry their claim of title far enough back to be of avail to them 
against this defendant. 

On the pleadings before me, the bill alleges the adoption of 
the name “Marguerite,” applied to toothbrushes, “at least as early 
as 1883.” The answer denies the material allegations of the bill, 
and sets up affirmatively the use of the mark by Gibson since 
1885, challenges the title of complainants to the mark, and sets 
forth that the same has acquired a secondary meaning descrip- 
tive of the style of the brush upon which it is placed. The issue 
threshed out before Judge Hough on the affidavits was as to 
whether the complainants could follow their title back to 1883. 
Complainants’ title depended upon the absolute ownership of the 
mark by Martin, after the failure of the firm of Willy Wallach, by 
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some derivative right other than bodily appropriation. Judge 
Hough could not discover in the affidavits any evidence which 
would warrant him in finding that Martin got the title from the 
firm of Willy Wallach in any other way than by adopting and 
using it without opposition. He found, therefore, that com- 
plainants’ title could not be traced further back than about 1890, 
and, since defendant’s use of the same was shown clearly to go 
back as far as 1888, the complainants had no right which could 
be enforced against the defendant. 

Just a moment here for a passing word, which may or may 
not be relevant, according to the way in which it impresses the 
listener. The defendant and its predecessor have been since 1876 
the sole agent in this country of Charles Loonen, of Paris, France, 
a manufacturer of toothbrushes on a very extensive scale. A few 
months prior to the filing of this bill Loonen had brought suit 
in this court against the present complainants to enjoin them 
against the infringement of certain trade-mark rights in tooth- 
brushes. The bill filed by Loonen was demurred to, and the de- 
murrer overruled, April 10, 1907, and the defendants ordered to 
answer within 20 days. The opening of actual hostilities upon 
the bill filed by Loonen, and the filing of the bill in this suit, 
together with the motion for preliminary injunction, happen to 
be almost coincident in time. That is, at least, a curious thing, 
and particularly so when we remember that the complainants 
herein failed so disastrously before Judge Hough, and add that 
as defendants in the Loonen suit the failure seems to have been 
equally disastrous. Loonen v. Deitsch (C. C.), 189 Fed., 487. 

Let us come back from this side excursion to the matter in 
hand. I have studied the record in this case with care, aided by 
notes taken at the cral tearing, and by the briefs now at hand 
from both counsel. I am unable to discover that the facts bear- 
ing upon the complainants’ title have been in any way made bet- 
ter for the complainants. It seems, upon the final proofs, that 
the lack of title back of 1890 is more clearly shown that it was on 
the affidavits. In addition to that, defendant has established, 
with reasonable certainty, priority of use. 

I have no time to discuss the question of the descriptive 
character of the word claimed as a trade-mark, or the laches of 
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complainants. I have said enough to indicate that it is my con- 
clusion that the bill should be dismissed, with costs. 


COMMISSIONER OF PATENTS 


PATERSON v. Hay. 
(183 ©: G., 9307.) 
July 2, 1912. 


Trape-Marks—Use INsuFFICIENT To EstTaBLisH TRrADE-MArRK RIGHT. 

Where it appeared that an applicant for the registration of a 
mark for a liquid binding agent for roads and pavements had used the 
mark only upon a small number of gallon cans of the solution which 
were shipped as samples, this use is not such that any trade-mark right 
can be based thereupon. 


Messrs. Baldwin & Wight, for Paterson. 
Mr. Woodhull Hay, for Hay. 


Moore, Commissioner.—This is an appeal by Hay, the ap- 
plicant, from a decision of the Examiner of Interferences sus- 
taining the opposition filed by Paterson to the registration by 
Hay of the word “Rocmac’” as a trade-mark for a liquid adhesive 
binding agent for roads, pavements, etc., and adjudging that Hay 
is not entitled to the registration for which he has made applica- 
tion. 

The Examiner of Interferences found that Paterson had 
shown such an interest in the trade-mark that he would be dam- 
aged by its registration by another and that the applicant had 
made no such use of the mark as would entitle him to registra- 
tion of the same. 

It is to be noted that Paterson’s right to register the mark 
is not in issue, but only the right of Hay to register the same. 

The testimony in a large part relates to alleged contractual 
relations between Thomas A. Hay, the applicant, his brother, 
James Hay, Paterson, the opposer, and one Norman Fisher in the 
exploitation of a road-making solution to be used in making roads 
in accordance with Patent No. 808,339, issued to one Butterfield, 
and in the exploitation of this patent. It is not thought necessary to 
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review this testimony in full. It is sufficient to say that it estab- 
lishes that some time in the early part of 1910 negotiations were 
entered into between these parties, or at least between Paterson 
and the two Hays, as the result of which James Hay provided 
facilities for making the solution at his woodworking factory at 
Woodstock, Ontario, and that in the summer and fall of 1910 
experimental roads were constructed at Woodstock, Niagara Falls, 
and Port Arthur, in the Province of Ontario, Canada, and at 
Coldwater, near Rochester, N. Y. 

Hay, the applicant, claims that the four parties above named 
were to share in the profits arising from the exploitation of this 
road-making solution; that not until October, 1910, was it de- 
cided to call the solution ““Rocmac,”’ and that it was agreed that 
he, being a citizen of the United States, was to apply for the 
trade-mark for the benefit of all the parties. It appears, however, 
that the New York State Department of Highways had in May, 
1910, agreed to build an experimental section of road at Coldwater 
under the direction of Paterson and one Heathcote, whom Pater- 
son had brought over from England. The solution for this road 
was made at the plant of James Hay and shipped to Coldwater 
in barrels, the first shipment being made in June, 1910, and the 
second in July of that year. No charge was made for the first 
shipment; but the Department of Highways paid Paterson for 
the second shipment. 


According to Paterson’s testimony, the barrels at Coldwater 
were branded with the word “Rocmac.” His testimony on this 
point is corroborated by that of Giles, who was the timekeeper at 
Coldwater, and Taccone, who was the foreman of the laborers. 
Each of these witnesses testifies that the barrels containing the 
solution were marked with the word “Rocmac” in a manner simi- 
lar to that shown on the barrel-head introduced in evidence as 
“Paterson’s Exhibit No. 10.” James Hay testifies that the barrels 
were not stenciled with the word “Rocmac” when shipped from 
Woodstock, and the testimony of Thomas A. Hay is to the same 
effect. Thomas A. Hay testifies that he examined the road at 
Coldwater during its construction and that the barrels which were 
lying on the side of the road were not branded with the word 
“Rocmac.” His testimony is weakened, however, by his ad- 
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mission on cross-examination that on his second visit to Cold- 
water he examined the barrels only in a careless manner. Pater- 
son further testifies that he is engaged in the manufacture of the 
liquid solution at a plant at Tonawanda, N. Y., and his testimony 
on this point is corroborated by that of Keefer. 

According to the testimony of the applicant himself, he made 
no use of the trade-mark except on certain samples thereof, which 
were shipped by him to New York in October, 1910. These 
samples consisted of gallon cans of the solution, of which about 
twenty were shipped. It is obvious that a gallon of this solution 
would be of no use in road-building, and, as pointed out by the 
Examiner of Interferences, the applicant’s testimony shows that 
the shipment of these samples was mainly, if not entirely, for the 
purpose of laying a basis for the filing of the application. 

It is to be noted that while the application alleges use not 
only upon a road-making solution, but upon concrete road-beds, 
pavements, sidewalks, and the like, and states that the trade-mark 
is applied to the goods by affixing to the container a printed label 
upon which the trade-mark is shown and by affixing to the road- 
beds, pavements, etc., plates bearing the trade-mark, applicant 
admits in his testimony that no road-beds or pavements were ever 
made and that the trade-mark was never used by him except, as 
stated above, by placing labels on the sample cans. 

It is not necessary to decide whether Paterson has established 
a use of the mark prior to the shipment of the sample cans by the 
applicant. He has, as held by the Examiner of Interferences, 
established such an interest in the mark as would justify the con- 
clusion that he would be damaged by its registration by the ap- 
plicant. The use which the applicant is shown to have made of 
the mark is in my opinion not such that any trade-mark right can 
be based thereon. The opposition was therefore properly sus- 
tained. 


The decision of the Examiner of Interferences is affirmed, 
and it is held that Thomas A. Hay is not entitled to the registra- 
tion for which he has made application. 
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HOLT & CO. V. KANSAS MILLING & EXPORT CO. 


Hour & Co. v. KAnsAs Minuinc & Export Co. 
(184 O. G., 286.) 
April 23, 1912. 


1. TRADE- MARKS—SIMILARITY—FEATURES TO BE CONSIDERED. 

i In considering the question of similarity of trade-marks three fea- 
| tures must be considered; first, the appearance of the words; second, 
the sound of the words when spoken; third, the significance or mean- 
ing of those words. 
CONFLICTING MArKS—‘NosLesse” AND “NOBILITY.” 

Registration of the word “Nobility” as a trade-mark held prop- 
erly refused in view of the prior use by another of the word “Noblesse” 
as applied to the same goods. 


Mr. Fred H. Bowersock, for Kansas Milling & Export Co. 
Messrs. Stewart & Stewart, for Holt & Company. 


to 


BILLINGS, First Assistant Commissioner.—This is an appeal : 
by the Kansas Milling & Export Co. from a decision of the Ex- ‘| 
aminer of Interferences sustaining the opposition by Holt & 

Company and adjudging that appellant is not entitled to register 
the trade-mark for which it has made application. 

" It appears from the record that the Kansas Milling & Export 
Co., the appellant, filed an application for the registration of the 
word “Nobility” as a trade-mark for wheat-flour. 

An opposition to this registration was filed by Holt & Co. 
on the ground that the registration of this mark to the appellant 
would infure them, inasmuch as they were the owners and users 
of the word “Noblesse” as a trade-mark for wheat-flour. bY 


The case is submitted upon a stipulated statement of facts, 
which stipulation is as follows: 


That the opponent Holt & Company has since the year 1881 continu- 

ously used the word “Noblesse” as a trade-mark for wheat flour and did 

register the said trade-mark “Noblesse” for wheat flour in the United 

States Patent Office under date of October 14, 1884, Number 11,750, are 

admitted to be true, and shall be taken and considered with the same 

« force and effect as though duly proven in this cause by the testimony 
of competent and sufficient witnesses; that in like manner it is admitted 
and with like force and effect is to be taken and considered as proven that 7 
the Kansas Milling and Export Co. has used the word “Nobility” as a ' 
trade-mark for wheat flour since the date of use claimed in its application, 
to wit, since the oth day of December, 1901. é 


ea! 


It therefore appears that Holt & Co. adopted and has used 
continuously the word “Noblesse” as a trade-mark for wheat- A 
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flour for a period of twenty years prior to the adoption and use by 
the appellant of the word “Nobility” as its trade-mark for wheat- 
flour. 

Not only does the French word “Noblesse” when translated 
into English mean “nobility” or “nobleness,” but, as appears from 
the Century Dictionary, the two words belong to the English 
language and are synonymous. 

Two questions are urged for consideration and decision in 
this case—first, whether a party who has adopted and used an 
arbitrary word as a trade-mark is entitled to use the same word 
when translated into foreign languages and, second, whether in 
this particular case the words “Noblesse” and “Nobility” when 
applied to merchandise of the same descriptive properties resemble 
each other so closely as to be— 
likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers. (Sec. 5, Trade-Mark Act.) 

Reference has been made by the appellee to the rulings in 
ex parte, Grocers Specialty Manufacturing Company Ltd., (102 
O. G., 465), wherein it was held that the words “Le Bon” were 
not registrable as a trade-mark, inasmuch as those words were the 
French translation of the English word “good.” It was held that 
a foreign word was no less descriptive than the corresponding 
word selected from the English language. 

In the case of Dadirrian v. Yacubian (72 Fed. Rep., 1010), 
the circuit court for the northern district of Illinois held that 
the word “Matzoon”’ used as a trade-mark for an article of food 
made of fermented milk did not constitute a valid trade-mark, 
since it was the word applied to that article of food in a foreign 
country. 


In the case of Roncoroni v. Gross (86 N. Y. Supp., 1112; 92 
App. Div., 22), it was held that the words “Conserva Di Tomate” 
were not a valid trade-mark as applied to “preserved tomato,” 
being merely the Italian for “preserved tomato.” 

In considering the question of infringement of trade-marks 
two main questions are presented for determination—first, 
whether the marks are applied “to merchandise of the same de- 
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scriptive properties” and, second, whether the respective words 
or symbols “so nearly resemble’ each other— 


as to be likely to cause confusion or mistake in the mind of the public, 
or to deceive purchasers. 

There is no dispute in this case as to the similarity of goods. 
Where arbitrary words are used as the trade-mark, three features 
must be considered—first, the appearance of the words; second, 
the sound of the words when spoken, and, third, the significance 
or meaning of those words. It may very well be that an arbitrary 
word selected from the English language might when translated 
into a foreign language have as a result of this translation no 
similarity in sound and no similarity in appearance; yet it is evi- 
dent that the significance or meaning of the words is the same. 

The courts have indicated that the meaning or significance 
of the words used is a pertinent inquiry in determining the ques- 
tion of infringement. In the case of the National Biscuit Co. v. 
Baker, et al., (95 Fed. Rep., 135), Circuit Judge Lacombe held 
that the word “Iwanta” was an infringement of the word 
“Uneeda” when used as a trade-mark for biscuits, and as a 
reason for this holding the court said: 


And both express the same idea, namely that the prospective pur- 
chaser’s personal comfort would be promoted by the acquisition of a 
biscuit. 


In the present case the word “Noblesse” means “nobility.” 





The word “public” in the phrase 


as to be likely to cause confusion or mistake in the mind of the public 
(Sec. 5, Trade-Mark Act)— 

should not be construed to necessarily mean “the entire public.” 
The proper construction to be given this word in the statute is 
that it includes only a substantial or distinct part of the pur- 
chasing public. Judicial notice is taken of the fact that many 
citizens of the United States are conversant with the French 
language. It is not difficult to conclude therefrom that there are 
many members of the purchasing public who would be deceived 
should the same goods be displayed for sale in packages which 
bore, respectively, the word “Noblesse” and “Nobility,” for the 
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reason that the two words have the same meaning or significance. 

Considering merely the question of similarity of these two 
words to the eye and the ear, irrespective of any meaning which 
they may have, it is clear also that they— 
so nearly resemble each other as to be likely to cause confusion in the 
mind of the public, or to deceive purchasers. 

It follows, therefore, inasmuch as the word “Noblesse” has 
been used continuously by Holt & Co. since the year 1881 and 
the word “Nobility” has been used continuously by the Kansas 
Milling & Export Co. only since the year 1901, which is twenty 
years after the date of adoption and use by the opponent, and 
that the two words not only sound alike but look alike and have 
the same meaning, the opposition of Holt & Co. is well taken 
and it is sustained. It is held that the Kansas Milling & Export 
Co. has no right to register the mark for which it made applica- 
tion in view of the opposition filed against its application for 
registration. 

The decision of the Examiner of Interferences is affirmed. 


Ex parte, GoopricH Druc Co. 
(183 O. G., 783.) 
May 28, 1912. 


1. Goops OF THE SAME DESCRIPTIVE PROPERTIES. 

Soap and shampoo preparations constitute goods of the same de- 
scriptive properties as iaundry soap. 
CoNnFLICTING MARKS. 

The marks “Velvet” and “Velvetina” are so similar that their use 
upon goods of the same descriptive properties would be likely to cause 
confusion in the mind of the public and deceive purchasers. 


Mr. Charles E. Foster and Mr. Delbert H. Decker, for the 
applicant. 


t 


BiLLincs, First Assistant Commissioner.—This is an appeal 
from the action of the Examiner of Trade-Marks in refusing to 
register the word “Velvetina’” as a trade-mark for soap and 
saponified shampoo preparations. 


Registration was refused in view of the following: Uriah 
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G. Beck, January 14, 1896, No. 27,641; William J. Anderson, 
April 11, 1899, No. 32,705; The Procter & Gamble Company, 
September 15, 1908, No. 70,580; The Procter & Gamble Company, 
September 29, 1908, No. 70,767. 

The registrations of Beck and Anderson were subsequently 
withdrawn as references; but in his statement in answer to the 
appeal the Examiner says that the Beck mark was inadvertently 
withdrawn and is regarded as a valid reference. This holding 
appears to have been made through a misapprehension. In the 
paper filed June 3, 1911, applicant stated that the trade-mark 
“Velvetine,” shown in the Beck registration, No. 27,641, was the 
property of the applicant and that an assignment from the regis- 
trant to the applicant is on record in this Office. The assign- 
ment records show that this statement is correct, and the action 
of the Examiner withdrawing this registration as a reference was 
right. 

The two remaining registrations of the Procter & Gamble 
Company show the word “Velvet” in connection with other mat- 
ter, the word “Velvet,” however, being the prominent feature. 
The goods are stated to be soap for laundry use. All soaps con- 
stitute goods of the same descriptive properties. It is a well- 
known fact that many soaps are used both as laundry and toilet 
soaps. It is believed that the word “Velvetina” so nearly re- 
sembles the word “Velvet” as to fall within the prohibition of the 
Trade-Mark Act against registration of a mark so nearly resembl- 
ing a prior registered mark that it would be likely to cause con- 
fusion in the mind of the public and deceive purchasers. 

The decision of the Examiner of Trade-Marks is affirmed. 


Ex PARTE, THE Utrecut Export Cy. Grienpt BroruHers, Lp. 
(183 O. G., 784.) 
September 17, 1912. 


1. Goops oF THE SAME Descriptive PRropERTIES—BUTTER AND ARTIFICIAL 
BuTTER.”’ 

Butter and artificial butter or “oleomargarin” are goods of the 

same descriptive properties within the meaning of the trade-mark law. 


— 


— 


een 
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2. CONFLICTING MARkKs. 

A mark consisting of the representation of a horse grazing was 
properly refused registration in view of a registered mark consisting 
of the word “Pony” and the representation of the head of a pony or 
horse applied to goods of the same descriptive properties. 

Messrs. Gravenhorst & Co. and Messrs. Goepel & Goepel, 
for the applicant. 


TENNANT, Assistant Commissioner.—This is an appeal from 
the action of the Examiner of Trade-Marks refusing registration 
of a trade-mark comprising the representation of a horse graz- 
ing, as applied to artificial butter. Registration is refused in view 
of the registered trade-mark to Borden’s Condensed Milk Com- 
pany, No. 35,600, December 18, 1900, which consists of the word 
“Pony, accompanied by the representation of the head of a pony 
or horse, for “milk, condensed milk, cream, evaporated cream, but- 
ter, and cheese.” 


It is contended in behalf of appellant that butter and artifi- 
cial butter or “oleomargarin” or “margarin” are not goods of the 
same descriptive properties and, further, that there is no such 
similarity between the marks as would be likely to cause confusion 
in the mind of the public. 


As to the contention that butter and artificial butter or “oleo- 
margarin” or “margarin” are goods of different descriptive prop- 
erties it is sufficient to say that this question has been discussed 
in the decision of John F. Jelke v. Emil Fleischl & Son, (176 
O. G., 274), and no reason is found for departing from the ruling 
therein that butter and oleomargarin must be considered of the 
same descriptive properties so far as the registration of trade- 
marks is concerned. 


While the appearance of the trade-mark of the appellant and 
that of the registrant is different, it is believed that they have 
the same general significance and that the “Pony Brand” would 
aptly describe the appellant's mark, since the representation of a 
pony or horse is the most prominent feature of the mark. Where, 
as in the present case, the trade-mark has been for many years 
registered for a staple commodity, as butter, it is believed that 
care should be taken to prevent the registration of a mark for a 
similar but artificial commodity which would in any way be likely 
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to be mistaken for the registrant’s mark, in order that the public 
may not be deceived into purchasing the artificial merchandise for 
the real product, as well as to avoid any possibility of the regis- 
trant being damaged by the substitution of an artificial product 
for that upon which he uses his mark. 

I am clearly of the opinion that the action of the Examiner 
of Trade-Marks, refusing registration of appellant’s mark is 
right, and it is accordingly affirmed. 


Ex PARTE, ELuiorr JEWELRY Co. 
(183 O. G., 1033.) 
September 10, 1912. 


CoNFLICTING MArKsS—"“E Co.” anp “E. J. Co.” 

\ mark consisting of the letters “E Co.,” the last two letters being 
placed between the extended upper and lower arms of the first, is so 
similar to a mark consisting of the letters “E. J. Co.” that their simul- 
taneous use upon goods of the same descriptive properties would be 
likely to cause confusion 


Mr. Watson E. Coleman, for the applicant. 


TENNANT, Acting Commissioner—This is an appeal from 
the action of the Examiner of Trade-Marks refusing to register 
as a trade-mark for jewelry a mark consisting of the letters 
“FE, Co.,” the last two letters being placed between the extended 
upper and lower arms of the first. 

Registration was refused in view of the registered mark con- 
sisting of the letters “E. J. Co.,”” registered November 1, 1910, by 
the Enterprise Jewelry Company, No. 80,045. 

The marks are believed to be so similar that registration was 
properly refused. In the case of Godillot v. American Grocery 
Co. (71 Fed. Rep., 873), the letters “A G” combined in a mono- 
gram were held to be infringed by the mark consisting of the 
letters “A. G. Co.” In the case of the American Tin Plate Co. 
v. Licking Roller Mill Co. (158 Fed. Rep., 690), a mark consist- 
ing of the letters “M F’’ in a monogram inclosed within a circle 
was held to be infringed by a mark consisting of the letters 


a A 
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It is to be noted that the date of use of the mark giyen in the 
statement in this application is subsequent to the decision refus- 
ing to register a mark of the present applicant consisting of the 
letters “E. J. Co.” arranged as is the present mark, in view of the 
registration of the Enterprise Jewelry Co. of record in this case. 
(Ex parte, Elliott Jewelry Co., 177 O. G., 242.) Such attempts 
to differentiate from registered and well-known marks are not 
looked upon with favor by the courts. (Florence Manufacturing 
Co. v. J. C. Dowd & Co., 178 Fed. Rep., 73; The Capewell Horse 
Nail Co. v. Vreen, 188 Fed. Rep., 20.) 

The decision of the Examiner of Trade-Marks is affirmed. 


[Cf. Ex parte, Elliott Jewelry Co., Reporter, Vol. 2, p. 172.] 


i< 


DicEst oF MANuscRIPT DECISIONS. 
Description of Goods. 


The term “canned fowl” is sufficiently definite as a descrip- 
tion of the applicant’s goods under the statute. Not so, however, 
of the term “canned meat” which would include both cured and 
fresh meats and these should be more specifically designated. (+) 


Deceptive Use of Mark. 


A label bearing the original name of the manufacturer, the 
predecessor of the applicant, under which name the factory is 
still known, is not deceptive, merely because it does not show the 
name of the present owner as the manufacturer. The mere un- 
explained use of the name of a predecessor is not enough to bar 
relief in equity, nor to cause refusal of registration. These par- 
ticulars apply to the following registrations; the word “Sylvan,” 
under the name of the Empire Refining Co. ; “Calcium Light Oil” 
from Pratt Works, New York; “White Rose,” Stone & Fleming 
Works; “Luz del Hogar” from the Empire Refining Co. (7) 


Conflicting Marks. 
A mark consisting of a rectangular figure with cross lines, 


(1) Ex parte, Franklin MacVeagh & Co., June 24, 1912. 
(2) Ex parte, Standard Oil Co. of New York, January 9, 1912. 
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and with a lion on each side, does not conflict with another, con- 
sisting of the same rectangular figure and the words “Strong 
Hair.” In the first mark, the applicant makes use of the words 
“Lion Brand” and the second would cause the goods to be known 
as the “Strong Hair Brand,” and such the testimony shows to be 
the case. The decision of the district court of appeals in the 
Carmel Wine Co. v. California Winery, that one man’s mark may 
not be made a part of another’s, does not apply, because in this 
case the feature appropriated in the second mark is so used as not 
to cause any probability of confusion. (1) 

The word “King” was not properly refused registration, by 
reason of the prior registration of the mark “Shen-king,”’ No. 
44,469. 


“The argument is made that the word ‘Shen-king’ should be con- 
sidered in its entirety, and when so considered it would appear to have a 
Chinese derivation. Counsel at the hearing stated that he made a test 
by asking adult members of his family if they desired to purchase goods 
with the trade-mark ‘King, whether they would be likely to purchase 
some similar goods bearing the trade-mark “Shen-king.” The answer 
was that they would not be confused and that they would expect to find 
the paper bearing the trade-mark ‘Shen-king’ to be either paper imported 
from China or paper manufactured in imitation of that well-known ar- 
ticle. I have put the test to several of the emplovees in this office, and 
the majority immediately said that no confusion would result in their 
minds by the concurrent use of the two marks in question. On the whole, 
therefore, | am inclined to believe that the mark presented by appellant 
is entitled to registration, notwithstanding the previous registration cited 
by the examiner” (Billings, Assistant Commissioner).(2) 


A mark consisting of the words “Southern Belle” and the 
head of a woman, was refused registration because of a prior 
registration, No. 32,948, consisting of the head of a woman and 
the words “La Belle.” These are so similar as to be likely to cause 
confusion. (3) 

“Crisco” refused registration because of the registration of 
“Crispett” by Schwartzchild, Sulzberger Co. Held that they 
are so nearly alike as to be likely to be confused. (*) 

A trade-mark for shovels, spades and scoops, consisting of 
the letters ““W B” inclosed in a rectangle and pierced by an arrow, 


(1) S. Oppenheimer & Levy v. Steiner, Rosenstein & Traub, Janu- 
ary 5, I9I2. 


(2) Ex parte, J. C. Blair & Co., January 13, 1912. 
(3) Ex parte, Illinois Canning Co., February 9, 1912. 
(4) Ex parte, Procter & Gamble Co., February 17, 1912. 
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was rejected because of the prior registration of a mark, con- 
sisting of the letters ‘“W & B” inclosed in a diamond, No. 30,874, 
Whitman & Barnes Mfg. Co. It appears that the application was 
for the re-registration of a mark first registered in the patent 
office in 1881, prior to the registration of the mark now alleged to 
conflict. The record showed that the application of Whitman 
& Barnes was first rejected on the previous registration of Oliver 
Ames & Son, but this reference was withdrawn after arguing. In 
view of this adjudication and the fact that both parties had now 
contended that there was no conflict, it was held that the registra- 
ion should not at this time be refused. (*) 


An application to register the words “The Hump” and other 
features, for hairpins, was opposed by the De Long Hook & Eye 
Co., who alleged the use of the word “Hump” as a trade-mark 
for hooks and eyes since 1891, and claimed that since 1894 they 
had also made hairpins under the trade-mark “Cupid,” and that 
the use of the “Hump” trade-mark by anyone else, for hairpins, 
would cause those hairpins to be taken as the manufacture of the 
opponent. The applicant claimed that the name was first used by 
the opponent in connection with goods made under a patent which 
expired in 1906, and thereupon the word “Hump” became public 
property ; but the commissioner says the question is not one of 
exclusive right to the use of the mark. Any right to its use is 
enough to sustain an opposition, and it appears that the mark has 
been registered by the opponent under the Nos. 20,994, 20,995, 
45.877 and 55,056. Hooks and eyes and hairpins are commonly 
made by the same manufacturers, handled by the same dealers and 
exposed for sale together, and mostly bought by the same pur- 
chasers. They must, therefore, be regarded as goods of the same 
descriptive properties under the trade-mark law. It is not neces- 
sary to constitute a conflict of rights that goods related to each 
other so nearly, be mistaken one for the other. (American 
Tobacco Co. v. Polacsck, 171 Fed. Rep., 117; Church, Dwight & 
Co. v. Russ, 99 Fed. Rep., 276; Florence Mfg. Co. v. J. C. Davis 
& Co., 178 Fed. Rep., 73; Baker v. Harrison, 138 O. G., 770; 
Collins v. Oliver Ames & Co., 18 Fed. Rep., 561; Phoenix Paint 


(1) Ex parte, Ames Shovel & Tool Co., February 29, 1912. 
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& Varnish Co. v. Lewis Bros., 139 O. G., 990; Muralo Co. v. 
National Lead Co., 165 O. G., 475; Johnson Educator Food Co. 
v. Smith & Co., 175 O. G., 268; Layton Pure Food Co. v. 
Church & Dwight Co., 182 Fed. Rep., 35; John F. Jelke Co. v. 
Fleischer & Son, 176 O. G., 274; American Stove Co. v. Detroit 
Stove Works, 174 O. G., 2245.) (*) 

Application to register the trade-mark “Sulphurro” for a 
medicinal preparation was rejected because of prior registrations 
as follows: No. 13,347 “Sulphozone”; No. 15,986 “Sulfonal” ; 
No. 56,655 “Sulfosol”; No. 68,237 “Sulphorine.” The decision 
of the Examiner was affirmed, it being held that the last, espe- 
cially, bore a close resemblance to the mark applied for. (7) 

The trade-mark “Beerette” is so similar to a previously 
registered mark, consisting of the word “Beerine,” as to be likely 
to cause confusion. Moreover, when the goods to which it is 
applied are advertised as non-intoxicating, containing one-half 
of one per cent of alcohol, when as a matter of fact, they contain 
2.95 per cent of alcohol, the use of the mark is so fraudulent that 
registration should be refused. (*) 

The trade-mark “Gin Gera” for syrup to be used in making 
soda water, was properly rejected because of the prior registration 
of the mark “Ginger-Olo,” No. 71,956 for non-alcoholic ginger 
beverage. The marks are very liable to confusion, especially in 
sound. (*) 

The word “Velvetine” so nearly resembles the word “Velvet” 
for soap as to be likely to cause confusion and deception of pur- 
chasers. (°) 


Goods of Same Descriptive Properties. 
Rubber tires and automobiles are not goods of the same 


descriptive properties. They are respectively included in Class 
35 and Class 19. They are not necessarily made by the same 


(1) De Long Hook & Eve Co. v. Hump Hairpin Co., March 28, 1912. 
(2) Ex parte, C. M. C. Stewart Sulphur Co., April 26, ror2. 

(3) Gerst v. Strehlow, April 29, 1912. 

(4) Ex parte, Frank B. Howard, May 10, 1912. 

(5) Ex parte, Goodrich Drug Co., May 28, 1912. 
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manufacturer. The goods are readily distinguishable and unlike 
in all essential particulars. The fact that the tires are part of 
an automobile is no authority for a different ruling. An opposi- 
tion based upon alleged conflict arising out of the similarity of 
marks for these different goods, should be dismissed. (+) 


Interference. Abandonment of Application. 


In an interference between an application and a previously 
registered mark, the applicant may be permitted, on the consent 
of all parties, to withdraw and abandon his application. The 
office will not insist on the rendering of the judgment, if the 
parties do not. Interference dissolved on stipulation and applica- 
tion returned to examiner of trade-marks to enter an abandon- 
ment thereof. (See Perfect Safety Co. v. Geo. Lamonte & 
Son, 129 O. G., 869.) (7) 


Interference. Re-opening. 


Petition to vacate the decision of January 9, 1912, (Reporter, 
Vol. 2, p. 213), and re-open the interference for the purpose 
of putting in a formal abandonment by Schweinburg of the mark, 
and for judgment for Madame Irene. In the former case, aban- 
donment was not proved, but is now proven by the formal admis- 
sion of Schweinburg. The petition was granted and abandonment 
filed, and judgment entered for Madame Irene. (*) 


Opposition. Effect of Dismissal. 


The dismissal of an opposition because the notice is not filed 
within the thirty-day period is no adjudication on the right to 
cancel the mark to be registered. (*) 


(1) G. & J. Tire Co. v. G. & J. Motorcar Co., June 7, 1912. 

(2) J. Allen Smith & Co. v. Whaley Milling & Elevator Co., 
January 5, 1912. 

(3) Madame Irene v. Schweinburg, February 23, 1912. 

(4) Indianapolis Brush & Broom Mfg. Co. v. Joseph Lang Co 
I, 1912. 
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Opposition. Demurrer. 


The failure of applicant to answer a notice of opposition after 
his demurrer is overruled, does not cut off his right to appeal, but 
merely confines the appeal to the question of whether the facts 
alleged in the notice of opposition are enough to support the judg- 
ment of the Office. There is no appeal from the decision over- 
ruling a demurrer (Drevet Mfg. Co. vs. Liquozone Co., 122 O. G., 
3014), but if the party elects to stand on his demurrer, he may 
permit final judgment to be taken and appeal from that judgment. 
(Same case, 130 O. G., 977.) (*) 

The practice of filing a general demurrer to a notice of opposi- 
tion and then substituting a specific demurrer a few days before 
the hearing, can not be too strongly condemned. The grounds 
relied on to sustain a demurrer should be specifically set forth 


therein. A motion to file a specific demurrer held to have been 
properly denied. (2) 


Right to Renew Registration. 


The word “Sylvan” and an arrow head, for refined petroleum, 
was refused registration because of the registration of the Sylvan 
Mfg. Co., No. 42,533, and also because deceptive. The applica- 
tion was one for the renewal of trade-mark No. 8,432 and it was 
contended that under Section 12 of the law, the applicant was 
entitled to renewal of the mark, without examination. But the 
law provides that the registrations made under the law of 1881 
shall be renewed “‘on the same terms”; that is, on the same terms 
as at the time of the original registration and subject to examina- 
tion. The section provides that marks renewed under this law 
have the same force and effect as if originally registered under 
the present act. If, as applicant says, the mark should be renewed 
without examination, a mark not registrable under the present 
law might, nevertheless, get the benefit of registration. For 
example, a flag or coat of arms is not registrable, but was regis- 


(1) G. & J. Tire Co. v. G. J. G. Motorcar Co., June 7, 1912. 
(2) Sheffield Farms Slawson-Decker Co. v. Fairfield Dairy Co., April 
24, 1912. 
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trable under the law of 1881, and so might be renewed. This is 
not the law, but in the case of a renewal of registration all rea- 
sonable doubt should be resolved in favor of the registrant. The 
registration of the Sylvan Mfg. Co. was for an unctuous mixture 
to protect metal, and was probably passed upon the theory that 
the goods were not of the same descriptive properties as that for 
which the mark was previously registered. The reference should 
therefore be withdrawn and the mark registered. (+) 
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Ex parte, Standard Oil Co. of New York, January 9, 1912. 








